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HEARST COMMUNICATIONS, INC. and : 08-19-2003
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Opposers, : Opposition No. 120,453
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. 3 .
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OPPOSERS’ REPLY TO APPLICANT’S MOTION IN OPPOSITION TO»
OPPOSERS’ MOTION FOR EXTENSION OF TRIAL TESTIMONY PERIODS

Opposers, Hearst Communications, Inc. and Hearst Magazines Property, Inc.
(hereinafter occasionally collectively referred to as “Opposers” or “Hearst”), by and through their
attorneys, Ostrolenk, Faber, Gerb & Soffen, LLP, hereby reply to Applicant’s opposition to
Opposers’ motion to extend their trial testimony period.

Applicant engages in revisionism by dryly reciting the previous extensions requested
by Opposers in this opposition. First, Applicant neglects to mention that he himself filed extension
requests on at least two occasions. See Affidavit of Peter S. Sloane (hereinafter referred to as the
“Sloane Aff.”) at3; Ex. A. Second, Applicant consented to each and every extension request filed
by Opposers. The parties mutually agreed to extend the discovery and trial testimony periods to

permit them to discuss settlement. What difference does it make if it was Opposers who, as a



¥
icj;jéurtesy to the Applicant, took the time and expense to actually prepare and file the extension

requests?

by

Applicant should hardly be heard to complain about the delay in the progress of this
opposition proceeding when he himself has previously consented to numerous extension requests.
If applicant required quick disposition of his application by the Board, he should not have previously
consented to any such extensions of the discovery and trial testimony periods.

In fact, it is the refusal of the Applicant to cooperate with Opposers and reschedule
the single trial testimony deposition of Nikki Koval that has forced Opposers to file the instant
motion. Prior to filing this motion, the attorneys for Opposers called the attorneys for Applicant to
request abriefextension of Opposers’ trial testimony period. Applicant denied the extension request
without explanation. Sloane Aff. 49 4-6; Ex. B. Had Applicant cooperated, the deposition of Ms.
Koval would surely have taken place by now and, in any event, before the Board rules on this motion
to extend.

The case law cited by Applicant in support of its opposition is inapplicable to the
instant motion. Applicant cites Baron Philippe de Rothschild, S.A. v. Styl-Rite Optical Mfg. Co., 55
U.S.P.Q.2d 1848 (T.T.A.B. 2000), for the proposition that Opposers should not avoid their discovery
responsibilities in this case. Apart from the fact that the discovery period has already passed, and
Opposers seek only a short extension of their trial testimony period, the Board in the Rothschild case
sanctioned a party for failing to comply with an order of the Board. Here, Opposers have not
violated any Board order.

Moreover, additional evidence has only just recently been produced by Applicant,
further necessitating an extension of Opposers’ trial testimony period. Attorneys for Opposers

received a letter from the attorneys for Applicant, dated July 22, 2003, enclosing “additional email
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pfur client received, which were apparently intended for your client.” Sloane Aff. at § 7; Ex. C.
Tilose e-mails reflect actual confusion among consumers between the COSMO.COM mark covered
lt');/ the application at issue with Opposers and their trademarks. Opposers should now be permitted
to amend their Notice of Reliance to include these additional newly discovered e-mails.'

Indeed, Applicant has withheld producing such additional documents evidencing
actual confusion from Opposers despite the fact that Opposers requested such materials many times
during discovery. Opposers even filed a cross-motion to compel production of such additional e-
mails.? Now that Applicant has finally started producing such additional e-mails to Opposers, after
the close of the discovery period, Opposers should be permitted the opportunity to introduce them
into evidence to further support their case against registration of the mark COSMO.COM.

Given the fact that Applicant delayed in producing additional evidence of actual
confusion to Opi)osers, and considering that Opposers just recently moved their office for the first
time in over fifty years, resulting in the transfer of hundreds of thousands of documents which
eventually had to be located, Opposers should be equitably entitled to a short further extension of
their trial testimony period to take the deposition of their witness and introduce the newly discovered
evidence.

With the above, Opposers continue to respectfully request that the Board grant
Opposers’ motion to extend their trial testimony period for two months from the date of the Board’s

decision on the motion. In the alternative, Opposers respectfully request that the Board extend their

I Opposers filed a Notice of Reliance on July 10, 2003. Exhibit E to the Notice
of Reliance consists of copies of e-mails obtained by Opposers from Applicant. Applicant,
through his attorneys, stipulated that Opposers may make of record e-mails obtained from
Applicant under FRCP 34.

2 The Board denied the cross-motion as premature by order dated January 10,
2003.
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frial testimony period for such other length of time deemed reasonable to take the trial testimony

$ub
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i;’if;riod of a single witness, Nikki Koval, and now to amend their Notice of Reliance to include the

additional e-mails recently disclosed by Applicant.

Dated: August 19, 2003
New York, New York

"Express Mail" mailing label No. EV 535%@% us

Date of Deposit: August 19, 2003

I hereby certify that this paper or fee is being deposited with the United
States Postal Service "Express Mail Post Office to Addressee" service under
37 CFR 1.10 on the date indicated above and is addressed to the Assistant
Commissioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia
22202-3514.

_—~Feter S. Sloane

/(Pw'( //;Wer or fee)

&~ (Signature)

00625250.1

Respectfully submitted,

Andrew V. Galway it
Peter S. Sloane

OSTROLENK, FABER, GERB & SOFFEN, LLP
1180 Avenue of the Americas

New York, New York 10036-8403

Tel: (212) 382-0700

Attorneys for Opposers
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r CERTIFICATE OF SERVICE

i It is hereby certified that a true copy of the foregoing OPPOSERS’ REPLY TO
;E'PPLICANT’S MOTION IN OPPOSITION TO OPPOSERS’ MOTION FOR EXTENSION
OF TRIAL TESTIMONY PERIODS was served upon counsel for Applicant this 19" day of
August, 2003 by First Class Mail, postage prepaid, as follows:
James F. Gossett, Esq.
ARNSTEIN & LEHR

120 South Riverside Plaza, Suite 1200
Chicago, Illinois 60606-3910

Peter S. Sloane

00625250.1 5
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e IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
W BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
X
HEARST COMMUNICATIONS, INC. and
HEARST MAGAZINES PROPERTY, INC,,
Opposers, : Opposition No. 120,453
V. : T —
L
CHARLES BROWNING WILSON,
. 08-19-2003
Applicant. U'S. Patent & TMOfc/TM Mail Rept Dt, #22
X

AFFIDAVIT OF PETER S. SLOANE

STATE OF NEW YORK )
) ss.:
COUNTY OF NEW YORK)

PETER S. SLOANE, ESQ., being duly sworn, deposes and says that:

1. I am an attorney with the law firm of Ostrolenk, Faber, Gerb & Soffen, LLP,
counsel to Opposers Hearst Communications, Inc. and Hearst Magazines Property, Inc. in this
opposition proceeding (hereinafter collectively referred to as “Hearst” or “Opposers”). I hereby
submit this Affidavit in support of Hearst’s request for a further two-month extension of the trial
testimony deadline beyond the current July 10, 2003 deadline.

2. Over the course of the past several years, Opposers have engaged in periodic

settlement discussions with Applicant.



3. On at least two occasions, Applicant, through his counsel, filed requests to

e)gtend the discovery and trial testimony periods. Copies of the extension requests, as filed by
Kpphcant are attached as Exhibit A.

4. On June 30, 2003, I left a telephone message with James Gossett, an attorney
for Applicant, requesting an extension of the trial testimony period of Opposers.

5. The following day, on July 1, 2003, I received an e-mail message from Mr.
Gossett apologizing and stating only that “[m]y client says I cannot agree to any further extensions
of time.” A copy of the e-mail message is attached as Exhibit B.

6. Subsequently, I called Mr. Gossett to explain that only a short extension of
time was required to permit the taking of the trial testimony of Nikki Koval. Later that day, Mr.
Gossett called back and stated that his client still refused to grant consent for the extension request.

7. I recently received a letter dated July 22, 2003 from Mr. Gossett enclosing e-

mail messages. Mr. Gossett explained in his letter that they are “additional email our client received,

which were apparently intended for your client.” A copy of the letter with its enclosures is attached

as Exhibit C.
“Express Mal” maing label No. __ €Y 325 S5 ALITE]
Date of Deposit: Avbest 19, 2007

cemiymattms paper ¢r fee 1s bet deoosnedwmtheumed
Sms Service “Express Mail Post Oftce to addressee’ serice
under 37 CFR 1.10 on the date incicated above ark 1s addressed to: Box

ITAB-NO FEE, Assisiant Commussioner for Trademarks, 2800 )
Crystal Drive. Ariington, Virginia 22202-3514. - ~
. Peter S. Sloane- / Z
Z Peter S. Sloane

Signatire

Sworn to and subscribed before
me this 19" day of August, 2003

mﬂaWMt

I\fotary Pubhc

MARYG FONTENOT
. Notary Public, State of New York
- No. 31-5046328
Qualified in New York County
Commission Expires September 3, 20 03

00625293.1



L CERTIFICATE OF SERVICE
It is hereby certified that a true copy of the foregoing AFFIDAVIT OF

'PETER S. SLOANE was served upon counsel for Applicant this 19® day of August, 2003 by

First Class Mail, postage prepaid, as follows:

James F. Gossett, Esq.
ARNSTEIN & LEHR
120 South Riverside Plaza, Suite 1200
Chicago, Illinois 60606-3910

7

Peter S. Sloane

00625293.1
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re application of:
Metron, Inc.
Appl. No.: 76/387,849 Examining Attorney: James T. Griffin
Filed: March 25, 2002 Law Office: 103
Mark: METRON Atty. Docket: 2058.0030000/TGD/KNR

Notice of Appeal Under 37 C.F.R. § 2.141

ATTN: BOX TTAB
Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

Madam:;

Pursuant to 37 C.F.R. § 2.141, Applicant hereby appeals to the Trademark Trial and Appeal
Board from the decision of the Trademark Examining Attorney, dated February 20, 2003, finally
refusing registration of the above-identified service mark. Concurrent with the submission of this
Notice of Appeal, Applicant has submitted to the Trademark Examining Attorney a Request for
Reconsideration of his final refusal to register the above-referenced mark. Applicant therefore
respectfully requests that the Trademark Trial and Appeal Board remand this matter to the
Trademark Examining Attorney so that he may act upon the Request for Reconsideration before

further action is taken on this appeal.



. Metron, Inc.
Appl. No. 76/387,849

2-

This appeal pertains to the services identified in Class 042 of the application only.

Pursuant to 37 C.F. R. § 2.6(a)(18), fee payment, provided in our accompanying PTO-2038
Credit Card Payment Form in the amount of $100.00 for the class 042 services, accompanies the

instant Notice of Appeal.

Respectfully submitted,

Kimberly N. Reddick
Attorney for Applicant

Date: August 20, 2003
STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.
1100 New York Avenue, N.W.

Washington, D.C. 20005
(202) 371-2600

SKGF_DC1:169889.1




oo PTO-2038 (02-2000)
¢ r"f b Approved for use through 01/31//2003. OMB 0651-0043
United States Patent and Trademark Office; U.S. Department of Commerce

Uhder the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a

valid OMB Control number.

United States Patent & Trademark Office

Co Credit Card Payment Form
_‘_j Please Read Instructions before Completing this Form “ _
e : Credit Card Information ey '
Credit Card Type: [ v/jsa O MasterCard |®American Express O Discover
Credit Card Account # : 3787 327319 61001

Credit Card Expiration Date: 06/2004

Name as it Appears on Credit Card: SKGF P.L.L.C.

Payment Amount: $(US Dollars): 100.00

Signature: Date: 08/20/2003

Refund Policy: The Office may refund a fee paid by mistake or in excess of that required. A change of purpose after the
payment of a fee will not entitle a party to a refund of such fee. The Office will not refund amounts of twenty-five dollars or less
unless a refund is specifically requested, and will not notify the payor of such amounts (37 CFR 1.26). Refund of a fee paid by
credit card will be via credit to the credit card account.

Service Charge: There is a 50.00 service charge for processing each payment refused (including a check returned "unpaid") or
charged back by a financial institution (37 CFR 1.21(m)).

— - — s
e e M S R A

Street Address 1: Sterne, Kessler, Goldsteln & Fox P.L.L.C.

Street Address 2: 1100 New York Avenue, N.W.

City: Washington

State: DC | Zip/Postal Code: 20005-3934
Country: United States

Daytime Phone # : (202) 371-2600 | Fax #: (202) 371-2540

, Request and Payment Information’
Description of Request and Payment Information:

Notice of Appeal

O Patent Fee O Patent Maintenance Fee ™ Trademark Fee O Other Fee)
Application No. Application No. Serial No.| IDON Customer No

76/387,849

Patent No. Patent No. Registration No.

N/A

Attorney Docket No. Identify or Describe Mark

2058.0030000/TGD/KNR METRON

If the cardholder includes a credit card number on any form or document other than the Credit Card Payment form, the United
States Patent & Trademark Office will not be liable in the event that the credit card number becomes public knowledge.
SKGF_DC1:169905.1
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1 Robert Greene Steme Judith U. Kim Theodore A. Wood John J. Figueroa Jeffrey S. Lundgren
Edward J. Kessler Timothy J. Shea, Jr. Elizabeth J. Haanes Ann E. Summerfield Victoria S. Rutherford
% ! Jorge A. Goldstein Patrick E. Garrett Bruce E. Chalker ) ents Eric D. Hayes

David K.S. Cornwell Heidi L. Kraus Joseph S. Ostroff Registered Patent Ag
™ . Robert W. Esmond Edward W. Yee Frank R. Cottingham Karen R. Markowicz Of Counsel
L Tracy-Gene G. Durkin Albert | Ferro* Christine M. Lhulier Nancy J. Leith Kenneth C. Bass Iil
¥ Michele A. Cimbala Donald R. Banowit Rae Lynn Prengaman Helene C. Carlson Evan R. Smith
] Michael B. Ray Peter A, Jackman Jane Shershenovich* Gaby L. Longsworth g
i gqbirtsEt. %okohl %AollyAth;c;n Iéae\gl:egcse JB an;oll" Matthew J. Dowd Admitted —
7 ric K. Steffe eresa U. Medler . Bardmesser *Admi i
T ORNEYS AT LAW Michael Q. Lee Jeffrey S. Weeaver Daniegl A, Klein® :Aaar;nBLhSJ:hwanz 'Admlitttted m Ilrr: \ﬁrag'lyn?an
Steven R. Ludwig Kendrick P. Patterson Rodney G. Maze Katrina Y. Pg ePractice Limited to
John M. Covert Vincent L. Capuano Jason D. Eisenberg B aL'Skelt Federal Agencies
e Linda E. Alcorn Eldora Eifison Floyd Michae! D. Specht R'Vba" - ke 'ton
»! Robert C. Millonig Thomas C. Fiala Andrea J. Kamage obert A. Schwartzman
Lawrence B. Bugaisky Brian J. Del Bueno Tracy L. Muller* Timothy A. Doyle
Donald J. Featherstone Virgil Lee Beaston” Jon E. Wright* Jennifer R. Mahalingappa
Michael V. Messinger Kimberly N. Reddick LuAnne M. Yuricek" Teresa A. Colella
August 20, 2003
WRITER’S DIRECT NUMBER:
(202) 772-8509
INTERNET ADDRESS:
KREDDICK@SKGF.COM
Commissioner for Trademarks Attn: Box TTAB
2900 Crystal Drive
Arlington, VA 22202-3513
(o T
(0] .
Re:  U.S. Trademark Application 2 "
in the name of Metron, Inc. ’\;
Appl. No. 75/387,849; Filed: March 25, 2002 NS ,
Mark: METRON (Int'l Classes 009, 035 and 042) T -
Our Ref: 2058.0030000/TGD/KNR oy =
c,.
Madam: AN

Transmitted herewith for appropriate action are the following documents:
1. Notice of Appeal Under 37 C.F.R. § 2.141;

2. PTO-2038 Credit Card Payment in the amount of $100.00 to cover the filing fee;
and

3. One (1) return postcard.

Sterne, Kessler, Goldstein & Fox pLLC. : 1100 New York Avenue, NW . Washington, DC 20005 : 202.371.2600 f 202.371.2540 : www.skgf.com




It is respectfully requested that the attached postcard be stamped with the date of filing of
these documents, and that it be returned to our courier. The U.S. Patent and Trademark Office is
hereby authorized to charge any fee deficiency, or credit any overpayment, to our Deposit Account
No. 19-0036.

Respectfully submitted,
STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.
Kimberly N. Reddick

TGD/KNR/jvb

Enclosures

::ODMAYMHODMA\SKGF _DC1;169933;1

Sterne, Kessler, Goldstein & Fox pLLC. : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371.2600 f 202.371.2540 : www.skgf.com




